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earned patent term adjustment. See 37 CFR 1.704(b). 
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Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S. C. 121 : 

I. Claims 1-8 and 23-28, drawn to a beam combiner apparatus, classified in class 
359, subclass 618. 

II. Claims 20-22, 29, and 30, drawn to beam combiner apparatus, classified in class 
359, subclass 618 and 641. 

III. Claims 9-19, 31 and 32, drawn to method of combining light beams, classified in 
class 359, subclass 618. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I, II and III are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 

§ 806.05(h)). In the instant case the process as claimed can be practiced with another materially 
different product such as an optical circulator. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Kevin Stinger on 4/14/04 a provisional election 
was made without traverse to prosecute the invention of I, claims 1-8 and 23-28. Affirmation of 
this election must be made by applicant in replying to this Office action. Claims 9-22 and 29-3 1 
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withdrawn from further consideration by the examiner, 37 CFR 1. 142(b), as being drawn to a 
non-elected invention. 

5, AppHcant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 17(i). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Xie et al. 
(6285499 Bl) in view of Au-Yeung et al (6331912 Bl). 

Regarding claim 1, Xie et al. discloses, in figure 1, a beam combiner device, comprising: 
a first beam displacer (122), and a second beam displacer (150) coupled to the first beam 
displacer through a faraday rotator (126B and 146B) to rotate the polarization of an input light 
beam (col. 6, hues 21-26) but does not disclose a wave plate. Au-Yeung et al. discloses a wave 
plate to rotate the polarization of an input light beam (col.3, lines 39-41). Therefore it would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
combine the device of Xie et al. with the waveplate of Au-Yeung et al. for the puipose of 
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providing rotating the plane of polarization by 450 in the clockwise direction (col. 3, lines 39- 
41). 

Regarding claim 2, Xie et al. disclose, in figure 1, a beam combiner apparatus, wherein 
the first beam displacer (122) and the second beam displacer (150) are composed of a 
birefi-ingent crystal (col. 5, lines 57-59). 

Regarding claim 3, Au-Yeung et al. discloses, in figure 3, a beam combiner wherein the 
wave plate is a half-wave plate (col. 3, line 29). 

Regarding claim 4, Xie et al. discloses wherein the faraday rotator includes a gamet stone 
(col. 12, lines 55-57). 

Regarding claim 5, Au-Yeung et al discloses, in figure 3, a beam combiner wherein the 
wave plate (16A and 18 A) is disposed between the first beam displacer (14A) and the Faraday 
rotator (20A). 

Regarding claim 6, Au-Yeung et al. discloses the claimed invention except for the 
Faraday rotator is disposed between the first beam displacer and the wave plate. It would have 
been obvious to position the Faraday rotator between the first beam displacer and the wave plate, 
since it has been held that rearranging parts of an invention involves only routine skill in the art 
(In re Japikse, 86 USPQ 70). It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to position the Faraday rotator between the first beam displacer 
and the wave plate for the purpose first, rotating the polarized light first and secondly, turning the 
polarized light beam into two mutually perpendicular polarized beams. 

Regarding claim 7, Au-Yeung et al. discloses the claimed invention except for the 
waveplate including a birefringent crystal. It would have been obvious to have waveplate 
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including a birefringent crystal, since it has been held to be within the general skill of a worker in 
the art to select a known material on the basis of its suitability for the intended use (In re Leshin, 
125 USPQ 416). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a waveplate including a birefringent crystal for the purpose of the 
anisotropic properties in the birefringent crystal. 

Regarding claim 8, Au-Yeung et al. discloses, in figure 3, a beam combiner apparatus 
wherein both the wave plate and the Faraday rotator rotate the polarization of the input light 
beam in a first rotation direction when the input light beam is input from a first propagation 
direction, and wherein the wave plate and Faraday rotator rotate the polarization of the input 
light beam in a second opposite rotation direction when the input light beam is input from a 
second propagation direction, the second propagation direction being the reverse of the first 
propagation direction (col. 3, lines 28-37 and col. 4, lines 37-40). 

8. Claims 23-28 rejected under 35 U.S.C. 103(a) as being unpatentable over Au-Yeung et 
al. (6331912 Bl). 

Regarding claim 23, Au-Yeung et al. discloses, in figure 3, a beam combiner apparatus, 
comprising: a first optical fiber (1) coupled to a first lens (12A) that transmits a first polarized 
light beam (30) along a path in a forward propagation direction (col.3, lines 13-16), a second 
optical fiber (3); a first birefringent crystal (14A) that is positioned adjacent the first and second 
lenses and receives the light beams, wherein the first birefringent crystal (14A) transmits the first 
and second light beams (30A and 30B) in the forward propagation direction (col 3, lines 17-27); 
a second birefringent crystal (26) that is positioned to rotate the polarization of the first and 
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second light beams received from the first birefringent crystal (14A) and to transmit the first and 
second light beams (30A and SOB) along the path in the forward propagation direction (col.4, 
lines 64-67 and col 4, lines 1-2 and 19-24), a garnet stone (20B) that is positioned to rotate the 
polarizations of the first and second light beams (3 OA and 3 OB) received from the second 
birefringent crystal (26) and transmit the first and second Hght beams (30A and 30B) along the 
path in the forward propagation direction (col. 4, lines 26-29); a third birefringent crystal (14B) 
that is positioned to combine the first and second light beams (30A and 30B) received from the 
garnet stone (20B) and transmit the combined light beam in the forward propagation direction 
(col.4, lines 41-46), and a third lens (12B) that is positioned adjacent the third birefringent crystal 
(14B) to transmit the combined light beam in the forward propagation into a third optical fiber 
(2), and wherein a third light beam transmitted through the third optical fiber (2) along a path in 
a backward propagation direction is transmitted through the beam combiner apparatus such that 
the third light beam does not enter one of the first and second lens (col. 4, lines 50-56) but does 
not specifically disclose the a second optical fiber (3) coupled to a second lens and a second light 
beam transmitted by the second fiber. It would have been obvious to one having ordinary skill in 
the art to add a lens to the second optical fiber for the purpose of allowing the second optical 
fiber to transmit a second polarized light beam. 

Regarding claim 24, Au-Yeung et al. discloses, in figure 3, a beam combiner apparatus 
wherein the gamet stone (20B) is adjacent the first birefringent crystal (14A), and the second 
birefringent (26) is adjacent the third birefringent crystal (14B). 

Regarding claim 23, Au-Yeung et al. discloses, in figure 3, a beam combiner apparatus 
wherein the first light beam (3 OA) is polarized along a first plane and the second light beam 
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(3 OB) is polarized along a second plane, said second plane being orthogonal to the first plane 
(col 3, lines 28-30 and 39-42). 

Regarding claim 26, Au-Yeung et al. discloses, in figure 3, a beam combiner apparatus 
wherein each of the first and second birefi-ingent crystals (14A and 26) has an optical axis of 45^ 
(col. 3, line 29 and col.4, line 24). 

Regarding claim 27, Au-Yeung et al. discloses, in figure 3, a beam combiner apparatus 
wherein the first and third birefringent crystals have the same optical axis (col.3, lines 19-22 and 
col. 4, lines 44-46). 

Regarding claim 28, Au-Yeung et al discloses, in figure 3, a beam combiner apparatus 
fiirther comprising: a lens (12A) adjacent the first birefi-ingent crystal (14A) and a lens (12B) 
adjacent the third birefringent crystal (143) wherein each lens adjacent the third birefringent 
crystal (14B) corresponds to the lens adjacent the first birefi^ingent crystal (14A) except for a 
plurality of lenses adjacent the first birefringent crystal and a plurality of lenses adjacent the third 
birefi-ingent crystal. It would have been obvious to include a plurality of pairs of lenses adjacent 
the first birefringent crystal and a plurality of lenses adjacent the third birefi-ingent crystal, since 
it has been held that mere duplication of the essential working parts of a device involves only 
routine skill in the art (St. Regis Paper Co. v. Bemis Co., 193 USPQ 8). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to include a 
plurality of pairs of lenses adjacent the first birefi-ingent crystal and a plurality of lenses adjacent 
the third birefringent crystal for the purpose of incorporating multiple polarized light beams. 
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Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Zhoa et al (2003/01 13055 Al) discloses an improved optical wavelength switches in 
which no mechanical movement is required to direct optical pathways between plural fiber ports. 

Leyva et al. (2002/0181 102 Al) discloses an optical signal filter for providing a periodic 
transfer function in transmitting signals within selected bandwidths. 

Xue et al. (6587273 B2) discloses an improved design of beam splitting device that is 
formed by cutting a birefringent material to predetermined dimensions. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brandi N Thomas whose telephone number is 57 1-272-2341 . 
The examiner can normally be reached on 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Georgia Epps can be reached on 571-272-2328. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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